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DETAILED ACTION 

1 . Amendment received on 1 1/24/2008 has been entered into record. Claims 1,11 and 1 7 
are amended. Claims 23-24 are cancelled. Claims 1-3 and 8-22 are currently pending. 

2. Amendment received on 08/12/2008 was entered into record. Claims 4-7 were cancelled. 
Claims 12-24 were new. 

Priority 

3. This application has no priority claim made. The filing date is 04/01/2004. 

Claim Rejections - 35 USC § 112, first paragraph 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-3 and 8-22 are rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

a. Independent claims 1,11 and 17 are amended with the limitation of "wherein 

retracting the mail document comprises (i) substituting the mail document with a stub 
or with updated content, and (ii) deleting the mail document or removing it from the 
recipient's mailbox" that is not found in the paragraphs as pointed by Applicants. It 
thus brings new subject to the application and is not allowed under 35 U.S.C. § 1 12, 
first paragraph. It would cause undue experimentation to one of ordinary skill in the 
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art to make Applicant's invention. Other claims, i.e. claims 2-3, 8-10, 12-16 and 18- 
22 depend upon these claims are rejected as well for the same reason, 
b. Similarly, claim 22 recites the limitation of "wherein the step of retracting the mail 
document comprises deleting the mail document from the mail database" that is not 
found in applicant's original specification of claim set. It would cause undue 
experimentation to one of ordinary skill in the art to make Applicant's invention. 
Claim 22 is thus rejected. 
Appropriate corrections are required. 
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Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1-3, 8-9 and 1 1-22 are rejected under 35 U.S.C. 102(b) as being anticipated by 

authentica (MailRecall), hereinafter referred as authentica. 

a. Regarding claim 1, authentica disclosed a system for automatically and electronically 
retracting an electronic mail document stored in a mail database of a first Server sent 
from a sender to a recipient, the recipient having a mailbox, the system (page 8, 2nd 
and 6th paragraphs: mail server, MailRecall message; page 14, 4th paragraph: recall 
access after the message has been sent) comprising: a processor; and a memory, 
wherein the memory which includes at least: a fetch monitor at the first Server for 
monitoring activity on the mail document and marking the status of the mail 
document (page 10, 2nd paragraph: track activity; Fig. 3-4: event of read) after the 
mail document has been sent by the sender and when it has been received in the 
recipient's mailbox; a fetch control for issuing a request to retract the mail document 
to a fetch queue at the first Server (page 8, 6th paragraph: send a MailRecall message; 
Fig. 3-4, MailRecall message with icon); and a fetcher at the first Server for retrieving 
the request from the fetch queue (page 9, 4th paragraph: recipient receives a 
MaillRecall protected message), retracting the mail document based on the marked 
status of the mail document (last paragraph on page 8 to 1st paragraph on page 9: 
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when and how to access, retracting based upon), and reporting the retraction (Fig. 4, 
2nd paragraph on page 10: managing and tracking activity), wherein retracting the 
mail document comprises (i) substituting the mail document with a stub or with 
updated content, and (ii) deleting the mail document or removing it from the 
recipient's mailbox (3 rd paragraph on page 14: expire or recall). 

b. Regarding claim 2, authentica disclosed the system of claim 1 , wherein: the fetcher 
reports the retraction by sending a retraction report to the fetch queue; and the fetch 
control retrieves the retraction report from the fetch queue (page 8, 6th paragraph: 
send a MailRecall message; Fig. 3-4, MailRecall message with icon). 

c. Regarding claim 3, authentica disclosed the system of claim 1 further comprising a 
fetch log at the first Server for receiving an event report from the fetcher (Fig. 4, 2nd 
paragraph on page 10: managing and tracking activity). 

d. Regarding claim 8, authentica disclosed the system of claim 1, wherein the fetch 
monitor is a Domino extension manager (1st paragraph on page 6: Lotus Notes; 2nd 
paragraph on page 6: MIMEseeper). 

e. Regarding claim 9, authentica disclosed the system of claim 1, wherein the fetcher is 
a Domino server add- in task (1st paragraph on page 6: Lotus Notes; 2nd paragraph on 
page 6: plug-in). 

f. Claim 1 1 is of the same scope as claim 1. It is rejected for the same reasons as form 
claim 1 . 

g. Regarding claim 12, authentica disclosed the system of claim 1, wherein the fetcher is 
programmed to apply policies to determine whether the mail document is retractable, 
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and the fetcher is further programmed to retract the mail document only if retractable 
according to the policies (1 st paragraph on page 6: manage policy). 

h. Regarding claim 13, authcntica disclosed the system of claim 12, wherein the policies 
include policies as to read um ead status of the mail document (3 rd paragraph on page 
13: read receipts). 

i. Regarding claim 14, authentica disclosed the system of claim 12, wherein the policies 
include policies as to age of the mail document (last paragraph on page 8 to 1 st 
paragraph on page 9: message expire). 

j. Regarding claim 1 5, authentica disclosed the system of claim 12, wherein the policies 
include policies as to who may initiate a request to retract the mail document (1 st 
paragraph on page 7: user authentication). 

k. Regarding claim 16, authentica disclosed the system of claim 12, wherein the fetcher 
is programmed to allow the policies to be amended by an operator or administrator of 
the first server (2 nd paragraph on page 16: administrator configures MailRecall 
policy). 

1. Claims 17-21 are of the same scope as claims 1 and 12-16. There are rejected for the 

same reasons as for claims 1 and 12-16. 
m. Regarding claim 22, authentica disclosed the method of claim 17, wherein the step of 
retracting the mail document comprises deleting the mail document from the mail 
database (3rd paragraph on page 14: expire and recall), 
authentica disclosed all limitations of claims 1-3, 8-9 and 1 1-22. Claims 1-3, 8-9 and 1 1-22 
are rejected under 35 U.S.C. 102(b). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over authentica and 
further in view of Doganata et al. (US 6728714 Bl), hereinafter referred as Doganata. 

a. authentica shows claim 1 as above and (claim 10 substantially) wherein: the Server 
has its own means for marking the status of the mail document (Fig. 3-4: event of 
read) and the status is changeable by the recipient (Fig. 3-4: event of read); the user 
can read the mail document through preview mode without affecting the status (Fig. 
3: preview pane); the user can read the mail document through HTTP without 
affecting the status (Fig. 3: preview pane; 2nd paragraph on page 3: Web mail; 6th 
paragraph on page 8: HTML message; 1st paragraph on page 10: web viewer); or the 
user can replicate the mail document (4th paragraph on page 16: replication), 
authentica eoos w ^ \ sv^ replicate the mail document without replicating 
the status. However as per page 6 of LDD Today on the History of Notes and 
Domino, it is shown that selective replication is a feature of Notes as of Release 3.0. 

b. Doganata sh< t\\ - that (column 5, lines 14-34) a mail system may not using read status 
in .a: in iW-us tsr for sir. pnro< -so x >\ assigning unique identifier to deleted unopened 
original sender e-mail after delivery. 
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c. It would have been obvious to a person of ordinary skill in the a;t a? the % of the 
in\ enuon w as mad* U i iodif\ authentica's functions of MailRecall to be applicable 
to mail system without read status as Doganata's teaching (cancelling e-mail), 
d s - \\ , s 

would have been mom alec! u> apply recall and/or cancelling e-mail message to e-mail 
system including Notes and other system not supporting read status as per Doganata 
in the general art of recall/cancelling mail message as per authentica (front page and 
page 1) and Doganata (column 1, line 63-column 2, line 16)'s teaching. 

Together authentica and Doganata disclosed all limitations of claim 10. Claim 10 is rejected 

under 35 U.S.C. 103(a). 
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Response to Arguments 

7. Applicant's arguments filed on 1 1/24/2008 have been fully considered, but they are not 
persuasive. 

a. Applicant has pointed out paragraphs 3 1 and 34 in applicant's specification for the 
support of original claim 10. Examiner has reviewed paragraphs 31 and 34. Claim 10 
does seem to have enough support from the cited paragraphs 3 1 and 34. 

b. Applicant has cited Fig. 2 and paragraph 58 for the support of claim 23-24 
limitations, i.e. "substituting the mail document in the mail database with a 
replacement mail document or with updated content" and "wherein the replacement 
mail document is a substantially blank document". There is no specific association of 
Fig. 2 with the limitations cited above. There is no teaching or suggestion that could 
direct one skill in the art to the practice of the limitations above. Thus the limitations 
are not supported by applicant's original specification and claim set. 

c. Applicant's argument against claim rejections as per office action mailed on 
10/24/2008 seem to base upon the currently amended limitation similar to ones cited 
above in item b. Examiner has further examiner the amended limitation of "wherein 
retracting the mail document comprises (i) substituting the mail document with a stub 
or with updated content, and (ii) deleting the mail document or removing it from the 
recipient's mailbox" and conclude that it is not supported, particularly as pointed out 
by applicant in Fig. 2 and paragraph 58 of applicant's specification. 

d. Claim rejections are updated to reflect the current claimed invention above in section 
5. 
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Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action is not mailed until after the end 
of the THREE-MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Refer to the enclosed PTO-892 for details. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peling A. Shaw whose telephone number is (571) 272-7968. The 
examiner can normally be reached on M-F 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William C. Vaughn can be reached on (571) 272-3922. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the statu9s of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Peling A Shaw/ 
Examiner, Art Unit 2444 



